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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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DETAILED ACTION 

1 . Claims 1-6 are pending in the application. Amended claim 4 has been noted. The 
amendment filed 9/25/2008 has been entered and carefully considered. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 1-4 and 6 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over McNallan et al ('833) in view of Matsui et al. 

McNallan discloses a method of producing a shaped body characterized in that a 
material with a metal carbide (SiC) surface is heated to a temperature between 800- 
1200°C in the presence of a gas mixture containing chlorine, hydrogen, an argon (Col. 
1 0, line 65-Col. 1 1 , line 1 ) in order to convert the SiC surface into a carbon film (Col. 8, 
lines 1-10). The carbon film may be amorphous carbon (Col. 3, lines 35-40). 

McNallan does not disclose heating the SiC in a defined region of its surface by 
means of a radiation source in order to locally convert the SiC to carbon in this defined 
region. 

Matsui discloses using an electron beam or ion beam to heat a defined region of 
a substrate such that amorphous carbon is deposited in said defined region by the 
decomposition of a carbon precursor (p. 3181-3182). 
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It would have been obvious to one of ordinary skill in the art at the time of 
invention by applicant to use the radiation source of Matsui to heat the SiC surface of 
McNallan in order to form amorphous carbon deposits on localized portions of the 
surface rather than coating the entire surface. 

Thus, claims 1-4 and 6 would have been obvious within the meaning of 35 USC 
103 over the combined teachings of McNallan and Matsui. 

3. Claims 1, 5, and 6 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kusunoki et al in view of Matsui et al. 

Kusunoki discloses a process for producing a shaped body characterized in that 
a material having a metal carbide (SiC) surface is heated to a temperature of about 
1700°C under vacuum in order to decompose said SiC to form a carbon nanotube film 
(L605, experimental section). 

Matsui discloses using an electron beam or ion beam to heat a defined region of 
a substrate such that nanostructured carbon is deposited in said defined region by the 
decomposition of a carbon precursor (p. 3181-3182). 

It would have been obvious to one of ordinary skill in the art at the time of 
invention by applicant to use the radiation source of Matsui to heat the SiC surface of 
Kusunoki in order to form nanostructured carbon deposits on localized portions of the 
surface rather than coating the entire surface. 

Thus, claims 1, 5, and 6 would have been obvious within the meaning of 35 USC 
103 over the combined teachings of Kusunoki and Matsui. 
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Response to Arguments 

4. Applicant's arguments filed 9/25/2008 have been fully considered but they are 
not persuasive. Applicant argues that the cited references do not teach all the claim 
limitations. Specifically, Applicant argues that the cited references do not teach local 
conversion of the SiC material to carbon rather than coating or deposition or that a laser 
or electron beam is used. The examiner disagrees. McNallan teaches that the metal 
carbide (SiC) is converted to amorphous carbon by heating the metal carbide in the 
presence of a reaction gas (Col. 8, lines 10-20), but does not teach locally converting 
the metal carbide using a laser or electron beam. Matsui, however, teaches that 
amorphous carbon can be formed in defined regions of a substrate by using an electron 
beam or ion beam (p. 31 81 , Col. 1 ). It would have been obvious to one of ordinary skill 
in the art to use an electron beam as suggested by Matsui in the process of McNallan in 
order to form amorphous carbon in only defined regions of the substrate, especially 
since McNallan discloses that for some applications, it is desirable to form carbon on 
selected portions of a substrate (Col. 21 , lines 42-46). Thus, the combination of 
McNallan and Matsui teaches or reasonably suggests every limitation of the claims. 

Applicant also argues that Matsui relates to a completely different technical field 
unrelated to sintered SiC ceramic materials of the instant subject matter. The Examiner 
agrees that Matsui does not provide any teaching concerning sintered SiC ceramics. 
However, one of ordinary skill in the art would have been motivated to combine the 
teachings of Matsui and McNallan since Matsui teaches localized deposition of 
amorphous carbon by decomposition of a precursor using electron beam or ion beam 
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and McNallan teaches decomposing a precursor (SiC) to form amorphous carbon 
wherein it may be desired to form the carbon on selected portions of a substrate (Col. 
21, lines 42-46). 

In response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant relies 
(i.e., sintered SiC ceramic materials) are not recited in the rejected claim(s). Although 
the claims are interpreted in light of the specification, limitations from the specification 
are not read into the claims. See In re Van Geuns, 988 F.2d 1 181 , 26 USPQ2d 1057 
(Fed. Cir. 1993). Although Kusunoki does not mention sintered SiC ceramic materials, 
Kusunoki does teach a method of producing a shaped body characterized in that 
material having a metal carbide surface is heated in order to convert said metal carbide 
into carbon. Kusunoki does not teach heating a defined region of the metal carbide 
surface such that the metal carbide is locally converted to carbon. However, this 
limitation is met by Matsui for the reasons discussed above. Thus, the combination of 
Kusunoki and Matsui teaches or reasonably suggests every limitation of the claims. 
Conclusion 

5. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
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shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Elizabeth Burkhart whose telephone number is 
(571)272-6647. The examiner can normally be reached on M-Th 7-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Timothy Meeks can be reached on 571-272-1423. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Elizabeth Burkhart/ 
Examiner, Art Unit 1792 
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Supervisory Patent Examiner, Art Unit 1792 



